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Remarks 

Applicant thanks Examiner Kruerfor a July 13, 2005 interview in 
view of the Office Action mailed April 7, 2005. In response to the April 
Office Action and the July interview, the present application has been 
carefully reviewed and amended. Entry of the present amendment and 
reconsideration of the application are respectfully requested. ' 

Telephonic Interview - Substance of the Interview 

The telephonic interview was conducted between examiner Kevin 
R. Kaier and attorney for applicant, Brian Shaw, on July 1 3, 2005. 

1 . No exhibits or demonstrations were shown or conducted. 

2. Generally, the subject matter of alt the claims was discussed. 

3. The prior art relied upon in the outstanding rejection was 
discussed. 

4. Proposed amendments relating to surface treating the particles 
with a reactive gas and distinguishing the recited particles from the prior 
art were discussed. 

5. The thrust of the arguments were directed to the discussed 
amendments to the claims, the disclosure of the references, and the 
asserted combination of the references. 

6. No other pertinent matters were discussed, 

Non-statutorv Double Patenting 
Claims 37-60, 62-68 and 70-85 

Claims 37-60, 62-68 and 70-85 stand rejected under the judicially 
created doctrine of obviousness-type double patenting. 

A terminal disclaimer to overcome the rejections under the judicially 
created doctrine of obviousness-type double patenting for Claims 37-60, 
62-68 and 70-85 in view of US patent 6,406,785 accompanies this 
amendment. 
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Rejections under 35 USC §103 

Claims 42, 45-48, 50, 52-58, 60, 62-66, 68, 70-72 and 85 

Claims 42, 45-48, 50, 52-58, 60, 62-66, 68, 70-72 and 85 stand 
rejected under 35 USC §103 of as being unpatentable over Chihara (US 
5,1 15,007) in view of Nybakken (US 5,605,657) and Yamaguchi (US 
4,51 1 ,526) as evidenced by Howell (US 5,972,520) and McCurdy (US 
5,451 ,457). [Paper 04032005, page 4] 

Reactive aas treated particles v. coate d particles 

Nybakken is relied upon to disclose that when an addictive lubricant 
is chemically bonded to the polyurethane structure, the lubricant does not 
bleed to the surface. Nybakken is then relied upon to disclose that 
effective lubricants "include surface treated ultra high molecular weight 
polyethylenes". [Paper Number 04032005, page 5] 

Applicant respectfully submits the recited lubricants of Nybakken are 
either (i) a different material than the recited ultra high molecular weight 
polyethylene (olefin), or (ii) are coated with an intermediate material (titanate). 

Specifically, Nybakken recites two alternative lubricants as (i) coated 
UHMW PE particles or (ii) surface treated polytetrafluoroethylene (Teflon®). 

Surface treated Ultra High Molecu- 
lar Weight PolyEthylene (UHMWPE) and surface treated 
5 particles sold under the registered trademark "Teflon" by 
EX DuPont De Nemours and Company are also available. 
The UHMWPE particles can be treated with a coupling 
agent such as titanate (for example Kendric's KR46B) to 
provide the active hydrogen termination coating. ' 

(i). The UHMWPE particles of Nybakken are coated in a coupling 



agent, specifically titanate. 




Titanate 
coating 
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In Nybakken, it is the titanate that bonds to the urethane, hot the 
material of the particle. In Nybakken, the UHMWPE particle is bonded to 
the titanate coating, and the titanate coating bonds to the polyurethane. 
As stated in Nybakken, the titanate is used to "provide the active hydrogen 
termination coating:' (Col. 6, line 9) [emphasis added] 

The titanate is a separate material which coats the Nybakken 
UHMWPE particles. Thus, the "surface treated" UHMW PE particles of 
Nybakken are actually coated, wherein the material of the coating 
provides the active hydrogen termination, not the UHMW PE material. 

Thus, as set forth in Claims 37-39, "the UHMW polyethylene 
directly bonded to the thermoset carrier", Claims 40-41 , "the UHMW olefin 
directly bonded to the thermoset carrier, and Claims 57-60, 61-63 "the 
UHMW olefin directly bonded to the cured thermoset". 

Absent the surface treating with a reactive gas, UHMWPE does not 
have a polar functional group. Nybakken only coats the particles with 
another material, thereby adding weight and expense. In addition, the 
coating cannot have the desirable performance characteristics of the 
UHMWPE, otherwise the entire particle would be titanate. 

In contrast, the material of the present particles is surface treated 
with a reactive gas. 

As set forth in Claims 42-46, "reactive gas surface treated 
thermoplastic particles" are in the contact layer, Claims 47-53 and 55, the 
particles are "olefinic particles surface treated with a reactive gas", Claim 
56, the particles are "olefinic particles surface treated with a reactive gas 
having a polar functional group* and Claims 65-71 include "reactive gas 
surface treated olefinic particles". 
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(ii). The TEFLON® particles (Nybakken) are 
polytetrafluoroethylene, a homopolymer of tetrafluoroethylene. This 
material of Nybakken is not the recited UHMW PE or UHMW olefin. 

Therefore, as the Examiner has recognized that Chihara does not 
disclose the recited surface treated particles [paper 11, page 4] and 
Nybakken coats the particles to provide the active hydrogen termination, 
applicant respectfully submits the asserted rejection based on Chihara 
and Nybakken has been overcome. 

Particle location in Nybakken 

Nybakken is directed to precluding the particles from bleeding to 
the surface. Specifically, "the lubricant cannot bleed to the surface where 
the excess can reduce the tire traction". (Col. 5, lines 64-66). In contrast, 
the present claims are directed to locating the particles in a contact layer 
of the weatherseal. That is, the particles are to be at the surface. 
Applicant is not suggesting that Nybakken precludes particles from being 
located on the surface, but rather a modification of Nybakken to 
specifically locate particles at the surface is contrary to the overall 
disclosure of Nybakken. 

As it is improper to pick and choose selected portions of a 
reference at the expense of the entire disclosure, Applicant respectfully 
submits Nybakken does not support a rejection of the present claims. 

Particle addition in Chihara 

With respect to the reliance upon Chihara, Chihara is expressly 
directed to a primerless, shelf stable, one-part binder formulated to 
provide the reduced friction and abrasion resistant coating. The proposed 
modification of Chihara to replace portions of the binder contact surface 
with a different material is contrary to the express purposes of Chihara. 
That is, Chihara provides a specially formulated binder to provide the 
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desired characteristics of a contact surface, yet Chihara is proposed to be 
modified by decreasing the amount of the special binder at the contact 
surface, and replace the binder with a different material. Applicant 
submits this does not support a rejection under 35 USC §1 03. 



The reliance upon Chihara is based upon "there is nothing in 
Chihara or in the prior art as a whole that suggests another parameter of 
the coating composition, such as the particle size, could not or should not 
be optimized in order to reduce the friction." [Paper 04032005, page 14] 

This is not a legal standard under 35 USC §103. The standard 
under §103 is not whether the prior art suggests the asserted modification 
could not be made, but rather the prior art must suggest the asserted 
change (or modification). In view of this error in the applicable legal 
standard, the asserted rejection cannot be sustained. 

Therefore, applicant respectfully submits all the pending claims, Claims 37- 
53, 55-60, 62, 63, 65-68, 70. 71 and 73-85 are in condition for allowance, and such 
action is earnestly solicited. If, however, the examiner believes any further issues 
remain, he is cordially invited to call the undersigned so that such matters can be 
promptly resolved. 



Standards under 35 USC 5103 



Respectfully submitted, 




Bria*Vfi/ Sh^vyf Registration No. 33 ,782 
HARTER, SECREST & EMERY LLP 
1600 Bausch & Lomb Place 
Rochester, New York 14604 



Date: August 17, 2005 
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